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PETITION UNDER 37 CFR § 1.181 TO WITHDRAW HOLDING OF ABANDONMENT 
AND PROVISIONAL PETITION TO REVIVE FOR UNINTENTIONAL DELAY 



Commissioner for Patents 
Alexandria, VA 22313-1450 



Sir: 



Pursuant to 37 CFR §1.181, Applicants hereby respectfully petition the Commissioner to 
exercise his authority to withdraw the holding of abandonment for failure to file a timely response to 
the Office Action mailed January 29, 2003 during prosecution of the above-referenced patent 
application. 

Applicants received a Notice of Abandonment on August 18, 2003 alleging that a Reply to the 
July 17, 1998 Office Action was not made. 

However, Applicants indeed did file a timely response to the July 17, 1998 Office Action. 
The Reply was filed under a Certificate of Mailing dated June 30, 2003 with a stamped, self- 
addressed envelope indicating receipt on July 2, 2003 of the items included in the Reply. Copies of 
the Notice of Abandonment, the Reply, The Transmittal Sheet and a copy of the stamped postcard are 
enclosed as supporting evidence of the veracity of the Applicants' statement of these facts. 

Accordingly, Applicants respectfully maintain that the above-referenced application was held 
to be abandoned in error, and further request that this holding be withdrawn and prosecution resumed. 

As this Petition is being filed under 37 CFR § 1.181, no fee is thought to be due in connection 
herewith. However if applicants are in error please use Deposit Account 01-0885 for the payment of 
any fee due regarding this Petition. 




17349CIP (HL) PATENT 
, Serial No. 10/039, 827 

Should this Petition be denied for any reason, please treat this communication as a Petition to 
Revive due to unintentional delay under 37 CFR 1.137(b). Any and all delay from the date of mailing 
the Reply to the Office Action until the present date was purely unintentional. In such event, the 
Commissioner is authorized to use the abovementioned Deposit Account for the payment of the 
petition fee under 37 CFR §1.17(m). 



Respectfully Submitted, 
ALLERGAN 



Date: 



Signature:. 




j!arlos A. Fisher 
Registration No. 36,510 



Certificate of Mailing 

I hereby certify that this correspondence (along with anything referred to as being attached or enclosed herewith) is being 
deposited on the date indicated below with the U.S. Postal Service as First Class Mail addressed to Mail Stop Petition, P.O. Box 
1450, Commissioner for Patents, Alexandria, VA 22313-1450. . 

/ Signatuure of Person Mailing (y Date of MajHng 

Printed Name 
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~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address-^^ fj % I 

OFFICE OF PE 



This application is abandoned in view of: 

1. £3 Applicant's failure to timely file a proper reply to the Office letter mailed on 29 January 2003 . 



(a) □ A reply was received on . 



(with a Certificate of Mailing or Transmission dated . 



), which is after the expiration of the 



. month(s)) which expired on . 



period for reply (including a total extension of time of 

(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1.113 (a) to the final rejection. 

(A proper reply under 37 CFR 1 .1 1 3 to a final rejection consists only of: (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) [El No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period of three months 
from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is insufficient. A balance of $ is due. 



The issue fee required by 37 CFR 1.18 is $_ 



The publication fee, if required by 37 CFR 1 .18(d), is $_ 



(c) □ The issue fee and publication fee, if applicable, has not been received. 

3-D Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 
Allowability (PTO-37). 

(a) □ Proposed corrected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 

4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1 .34(a)) upon the filing of a continuing application. 



6. □ The decision by the Board of Patent Appeals and Interference rendered on . 
of the decision has expired and there are no allowed claims. 



. and because the period for seeking court review 



7. □ The reason(s) below: 



GROUP 1290 





Petitions to revive under 37 CFR 1.137(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1.181, should be promptly filed to 
minimize any negative effects on patent term. _ 



U.S. Patent and Trademark Office 
PTO-1432 (Rev. 04-01) 



Notice of Abandonment 



Part of Paper No. 10 
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Group Art Unit: 1614 



Commissioner for Patents 
Alexandria, VA 22313-1450 



Dear Sir, 



I hereby certify that this correspondence is being deposited with the United States Postal 
Service as First Class Mail in an envelope addressed to: Mail Stop Amendment: 
Fee, Omimissioner of Patents, P.p. Box 145^ Alexandria, VA 22313-1450 on: 




AMENDMENT 



This communication is in reply to the Office Action mailed January 29, 2003; Applicants have the following comments. 
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Serial No. 
Conf. No. 
Filed 



10/039,827 
9534 

October 19, 2001 



REMARKS 

The Examiner has previously indicated that claim 4-6 are in condition for allowance. Applicants thank the Examiner for so 
indicating. 



Rejection Pursuant to 35 (JSC §1 03(a) 

The Examiner has again rejected claims 1-3, this time pursuant to 35 USC 103(a) as allegedly obvious over Chemical 
Abstracts 532428. This reference discloses that compounds 14 with diuretic and saluretic activity were prepared" having the structure: 



RR,CHNHCSNR 2 R 3 

in which R is an optionally substituted phenyl group and R u R 2 and R 3 are each selected from a large Markush group of possible 
substituents. Applicants respectfully traverse this rejection for the following reasons. 

The Examiner states that the Applicants' point that rejected claims are drawn to compositions comprising a 
single compound and its esters and salts are not well taken because "it is expected that all the species of a genus have similar 
properties." However, this is precisely the Applicants' point. The cited abstract discloses properties (diuretic and saluretic activities) 
of the cited compounds that the presently claimed compound do not possess. Applicants are prepared to submit a declaration to that 
effect if necessary. Moreover, the present application discloses properties (analgesic properties) not disclosed in the prior art of 
record. Since the cited abstract does not specifically name or disclose the claimed compound, nor does it point one towards a 
compound having properties different from those disclosed in the citation, it cannot be considered obvious. 

For this reason, Applicants respectfully ask that the Examiner reconsider the rejection of claims 1-3 and allow them to 
proceed to issue. 

Please charge Deposit Account 01-0885 for the extension fees and any other fees due in this case. 



Respectfully submitted, 



Dated: 



By:. 



/ 



CaHos^. Fisher 
Registration No. 36,510 
Allergan, Inc. (T2-7H) 
2525 Dupont Drive 
Irvine CA, 92612 
Telephone(714)-246-4920 
Facsimile (714) 246-4249 
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